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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address » 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )M Responsive to communication(s) filed on 16 February 2006 . 
2a)M This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) H Claim(s) 1-3,9,15.17.18.21 and 22 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

Q)M Claim(s) 1-3. 9. 15. 17. 18. 21 and 22 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1 ) □ Notice of References Cited (PTO-892) 4) D Interview Summary (PTO-413) 

2) O Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) □ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5 ) D Notice of Informal Patent Application (PTO-1 52) 

Paper No(s)/Mail Date . 6) d Other: . 



U.S. Patent and Trademark Office 

PTOL-326 (Rev. 7-05) 



Office Action Summary 



Part of Paper No./Mail Date 20060417 



Application/Control Number: 09/940,174 Page 2 

Art Unit: 3621 

Status of Claims 

1. Claims 1-3, 9, 15,17, 18, 21 and 22. 

Response to Arguments 



2. Applicant is of the opinion that the prior art of Morito does not teach 

Applicant's claimed method, system and apparatus. The Examiner respectfully 
disagrees. Morito clearly teaches reading an identifier on an optical disk, 
determining whether the identifier was located in the read only or the writeable 
portion of the media disk, determining whether the identifier is pre-recorded or 
written and if the identifier is pre-recorded and in the writeable portion then 
detecting an unauthorized action (column 4, lines 20-65; column/line 5/60-6/15). 
On the other hand, Applicant asserts that Morito does not disclose storing a ROM 
ID in a RAM area (Response, dated 2-16-06, page 7, lines 4-7). However, the 
claims are absent such a limitation, and although claims are interpreted in light of 
the specification, limitations from the specification are not read into the claims (In 
re Van Geuns, 26 USPQ2d 1057 (CA FC 1993)) therefore the prior art reads on 
Applicant's claims. 
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Claim Rejections - 35 USC §112 



3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claims 1 and 9 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

5. Claim 1 recites the limitation "the media disk" in line 7. There is insufficient 
antecedent basis for this limitation in the claim. 

Claim 9 is also rejected as it depends from claim 1 . 



Claim Rejections - 35 USC § 102 



6. The following is a quotation of the appropriate paragraphs of 35 

U.S.C. 102 that form the basis for the rejections under this section made in this 
Office action: 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 

only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 
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7. Claims 1-3, 15, 17, 18 and 22 are rejected under 35 U.S.C. 102(e) as 

being clearly anticipated by Morito, U.S. Patent No. 6,782,190. 

As per claims 1, 2, 15, 17, 18, 21 and 22 Morito teaches a method and 
system for detecting unauthorized actions with respect to content on an optical 
disk comprising: 

• reading an identifier on an optical disk (column 4, lines 20-65; column/line 
5/63-6/3) 

• determining whether the identifier was located in the read-only or writeable 
portion of the media disk (column/line 5/63-6/3) 

• determining whether the identifier is pre-recorded (i.e. copied) (column 6, 
lines 8-1 1) or written (column 5, lines 60-64; column 6, lines 3-7) and if the 
identifier is pre-recorded and in the writeable portion (i.e. copied) then 
detecting an unauthorized action (column 6, lines 12-15) 

• reading the identifier during an optical disk [access] operation including 
one or more of record, play, get play key, copy, open, close or create 
(abstract; column/line 7/64-8/21) 

As per claim 21 , while features of an apparatus may be recited either structurally 
or functionally, claims directed to an apparatus must be distinguished from the 
prior art in terms of structure rather than function alone. Hence, as Morito clearly 
discloses a structure comprising Applicant's reading means (column 4, lines 20- 
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65; column/line 5/63-6/3), determining means (column/line 5/60-6/1 1) and 
detecting means (column 6, lines 12-15), Applicant's claim 21 is anticipated by 
the prior art. 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Morito, U.S. Patent No. 6,782,190 in view of Ram et al., U.S. Patent No. 
6,519,700. 

As per claim 3, Morito discloses content copy protection (abstract). 
Specifically, Morito teaches detecting unauthorized copying of content from one 
optical disk to another. However, Morito does not explicitly recite revoking rights 
to content. Ram et al. teach revoking a user's to content after detecting 
unauthorized use (column 8, lines 20-23). Therefore, it would have been obvious 
to one of ordinary skill to combine the teachings of Morito and Ram et al. in order 
to extend the copy protection scheme of Morito. For example, by implementing 
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the Morito system with additional rights directed to the content itself (700, 
column 8, lines 1-22), content "ripped" from the optical disk cannot be 
redistributed without authorization from the content owner. 

10. Claims 9 and 21 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Morito, U.S. Patent No. 6,782,190. 

As per claims 9 and 21 , Morito teaches reading an identifier on a media 
disk (column 4, lines 20-65; column/line 5/63-6/3). Claims 9 and 21 are dedicated 
to a description of the identifier. However, this is non-functional data as the 
method and apparatus do not perform key generation and using a generated key 
to decrypt files. Recall claims 1 and 15, from which claims 9 and 21 depend, 
respectively, are dedicated to detecting unauthorized actions. The MPEP defines 
non-functional descriptive material as data that does not alter the performance of 
a process or computer (2106 section V, B, 2). Therefore, to one of ordinary skill 
once said unauthorized action is identified no further processing or access is 
permitted (for example see claim 3) (descriptive material cannot render 
nonobvious an invention that would have otherwise been obvious (In re Gulack, 
703 F.2d 1381, 1385, 217 USPQ 401, 404 (Fed. Cir. 1983) (when descriptive 
material is not functionally related to the substrate, the descriptive material will 
not distinguish the invention from the prior art in terms of patentability)). 
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Conclusion 

1 1 . THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of 
time policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire 
THREE MONTHS from the mailing date of this action. In the event a first reply is 
filed within TWO MONTHS of the mailing date of this final action and the advisory 
action is not mailed until after the end of the THREE-MONTH shortened statutory 
period, then the shortened statutory period will expire on the date the advisory 
action is mailed, and any extension fee pursuant to 37 CFR 1 .136(a) will be 
calculated from the mailing date of the advisory action. In no event, however, will 
the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

12. Any inquiry concerning this communication or earlier communications from 
the Examiner should be directed to Calvin Loyd Hewitt II whose telephone 
number is (571 ) 272-6709. The Examiner can normally be reached on Monday- 
Friday from 8:30 AM-5:00 PM. 

If attempts to reach the Examiner by telephone are unsuccessful, the 
Examiner's supervisor, James P. Trammell, can be reached at (571) 272-6712. 
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Any response to this action should be mailed to: 
Commissioner of Patents and Trademarks 
c/o Technology Center 3600 
Washington, D.C. 20231 

or faxed to: 

(571 ) 273-8300 (for formal communications intended for entry and 
after-final communications), 

or: 

(571 ) 273-6709 (for informal or draft communications, please label 
"PROPOSED" or "DRAFT") 




April 17, 2006 



